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I. REAL PARTY IN INTEREST 

The real party in interest in this application is the assignee, Sony Corporation, a corporation 
having a place of business at 6-7-35 Kitashinagawa 6-Chome, Shinagawa-ku, Tokyo, Japan. 

n. RELATED APPEALS AND INTERFERENCES 

There are no other appeals or interferences known to the Appellants which will directly 
affect, be directly affected by, or have a bearing on the Board's decision in this appeal. 

IIL STATUS OF CLAIMS 

A. Total Number of Claims in Application 

There are five claims pending in application, claims 1-5. 

B. Current Status of Claims 

1. Claims canceled: None 

2. Claims withdrawn from consideration but not canceled: None 

3. Claims pending: 1-5 

4. Claims allowed: None 

5. Claims rejected: 1-5 

C. Claims On Appeal 

The claims on appeal are claims 1-5. 

A copy of the pending claims involved in the present appeal is attached hereto as 
Appendix A. 
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IV. STATUS OF AMENDMENTS 

Applicants filed an Amendment After Final Rejection on February 5, 2007. The Examiner 
responded to the Amendment After Final Rejection in an Advisory Action mailed 
February 21, 2007. In the Advisory Action, the Examiner indicated that Applicants' amendments to 
the claims would be entered for the purpose of appeal. Accordingly, the claims in Appendix A 
incorporate the amendments included in the Amendment After Final Rejection filed on 
February 5, 2007. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

In its various aspects, the claimed (and appealed) subject matter relates to photovoltaic 
elements which may be used for converting light (e.g., solar) energy into electric energy. (Page 1, 
Technical Field, ^1 of Background Art). For such photovoltaic elements, transparent electrodes 
with high electrical conductivity can be formed of Indium-Tin-Oxide (ITO). (Page 2, p). 
However, when ITO is exposed to high-temperature, its electric conductivity is reduced due to the 
creation of acid. (Page 3, ^2). In some embodiments, an ITO substrate is coated with a metallic 
oxide or derivative thereof to prevent degradation of the ITO. (Page 4, |4). The thickness of the 
metallic oxide layer is chosen by taking into account such factors as transparency, heat resistance 
and electric conductivity. (Page 6, ^2). 

Claim 1, the sole independent claim in the present application, is directed to a photovoltaic 
element that includes an ITO substrate coated with a metallic oxide layer or derivative layer thereof 
as a transparent electrode. In particular, claim 1 recites that the metallic oxide layer or derivative 
layer thereof is from lOnm to 100 nm thick. ITO is discussed generally at Pages 2-3 of the 
specification, and an ITO substrate according to some embodiments is discussed at Page 4, last ^ to 
Page 5, ^2, and is illustrated as region 3 in FIG. 1. The metallic oxide layer or derivative layer 
thereof is described at Page 5, T|3, Page 6 , lf1f2-3, Page 7, ^[2, with the thickness of lOnm to 100 nm 
being described at Page 6, 1f2 of the specification. 
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Claims 2-5 depend from claim 1 and therefore present a common question of patentability. 

VI. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Review is sought of the rejection of claims 1-5 under 35 U.S.C. §102(e) as being 
purportedly anticipated by Fujimori et al. (U.S. Patent 6,683,244 B2). 

VII. ARGUMENT 

A. The rejections of every pending claim should be reversed because the rejections are contrary 
to Federal Circuit case law and the MPEP. 

The rejections of claims 1-5 under 35 U.S.C. § 102(e) are contrary to Federal Circuit case 
law and the MPEP because they rely upon the description of a broad thickness range (10 nm to 
10,000 nm) in Fujimori et al. as purportedly anticipating the much more narrow thickness range (10 
nm - 100 nm) recited in Applicants' claim 1. The broad thickness range described by Fujimori is 
not sufficient to support an anticipation rejection because Fujimori does not describe Applicants' 
claimed range with sufficient specificity. Quite to the contrary, Fujimori describes a thickness 
range of one hundred times larger than the size of Applicants' claimed range. Federal Circuit case 
law has held that the broad description of a genus does not anticipate the recitation of a species. 
Rather, a reference must teach the claimed range with sufficient specificity for the reference to 
anticipate the claim. MPEP §2131.032, Atofina v. Great Lakes Chem. Corp. . 441 F.3d 991, 999, 78 
USPQ2d 1417, 1423 (Fed. Cir. 2006). In the present case, the broad range description in Fujimori 
et al. is insufficient to support the anticipation rejection of claims 1-5. This is particularly true here 
where the range is 100 times larger. For these reasons, the rejections under 35 U.S.C. § 102(e) are 
contrary to Federal Circuit case law and should be reversed. 

B. Discussion of Fujimori et al. 

Fujimori et al. describes a solar cell having a barrier layer 8, the purpose of which is to 
prevent short circuits between the first electrode and the hole transport layer of Fujimori's device 
(Abstract). The Office Action alleges that barrier layer 8 of Fujimori et al. corresponds to the metal 
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oxide layer or derivative layer of claim 1 of the present application. Fujimori et al. describes barrier 
layer 8 as follows: 



More specifically, it is preferable that the average thickness (film 
thickness) of the barrier layer 8 is about 0.01 to 10 ^im, more 
preferably about 0.1 to 5 |xm, and even more preferably about 0.5 to 2 
|im. With this choice, it is possible to furthermore enhance the effect 
described in the above. (Col. 12, lines 22-25) 

Thus, Fujimori et al. describes three preferred ranges for the thickness of barrier layer 8: a 
broad thickness range (0.01 ^im to 10 |im), a narrower preferred thickness range (0.1 |xm to 5 |im), 
and an even narrower more preferred thickness range (0.5 ^im to 2 ^m). In rejecting claim 1, the 
Office Action relies upon Fujimori's broadest thickness range that extends from 0.01 pm to 10 ^im 
(i.e., from 10 nm to 10,000 nm). However, Fujimori states that the best results for preventing short 
circuits are achieved when the thickness of the barrier layer 8 is between 0.5 pm and 2 jiim (i.e., 500 
nm to 2000 nm). Fujimori et al. states that it is preferable that barrier layer 8 have a higher 
resistance in the thickness direction to prevent or suppress short circuits (Col. 2, lines 55-60). In 
each of Fujimori's embodiments (described in Col. 24-30), the actual thickness of barrier layer 8 has 
a value between 0.9 ^im and 10.2 ^im (i.e., 900 nm to 10,200 nm). In Fujimori's embodiment 
having the smallest thickness (Table 1, Example 1), the thickness of barrier layer 8 is 900 nm (0.9 
^m). 

C. Fujimori et al. does not teach or suggest the claimed range. 

The Advisory Action mailed February 21, 2007 states that the Examiner deems Fujimori's 
teaching of a thickness range of 10 nm to 10,000 nm to be a teaching of "sufficient specificity." 
However, this assertion is unsupported either in fact or in law. 

M.P.E.P. §2131 .03(11) states: "In order to anticipate the claims, the claimed subject matter 
must be disclosed with 'sufficient specificity to constitute an anticipation under the statute.'" The 
MPEP further states: "if the claims are directed to a narrow range, and the reference teaches a broad 
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range, depending on other facts of the case, it may be reasonable to conclude that the narrow range 
is not disclosed with 'sufficient specificity' to constitute an anticipation of the claims." Atofina at 
999. 

In Atofina. the Federal Circuit held that a prior art reference's broadly stated temperature 
range of 100-500° C did not anticipate a more narrowly claimed range of 330-450° C. In that case, 
the reference's broadly disclosed temperature range encompassed the more narrowly claimed range, 
but the reference's described temperature range was approximately 2.7 times larger than the size of 
the claimed temperature range. 

Similarly to Atofina , in the present case Fujimori's broadly stated thickness range for barrier 
layer 8 is larger than the range recited in claim 1. However, the relative breadth of Fujimori's range 
is much more pronoimced than in Atofina because Fujimori's range is one hundred times larger than 
the size of the range recited in claim 1 of the present application. Therefore, based on Atofina. the 
broad range described in Fujimori et al. is not sufficiently specific to anticipate the narrow range 
recited in claim 1. 

D. The claims distinguish over Fujimori et al. 

Claim 1 recites, inter alia, a "metallic oxide layer or derivative layer being fi-om lOnm to 
lOOnm thick." As discussed above, Fujimori does not teach or suggest this limitation because 
Fujimori's description of a broad possible thickness range firom 10 nm and 10,000 nm is not of 
sufficient specificity to anticipate the narrower claimed range. Therefore, the rejections in view of 
Fujimori et al. are improper and should be reversed. 

None of Fujimori's embodiments has a barrier layer 8 thickness that falls within the range of 
10 to 100 nm recited in claim 1. Even in Fujimori's embodiment with the smallest thickness (Table 
1, Example 1), the thickness of barrier layer 8 is 900 nm, which is nine times thicker than the 
greatest thickness recited in claim 1 of the present application. Therefore, none of Fujimori's 
embodiments anticipates the above limitation of claim 1. 
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Furthermore, it would not have been obvious to modify Fujimori's embodiments to have a 
barrier layer 8 with a smaller thickness. As discussed above, Fujimori et al. states that it is 
preferable that barrier layer 8 have a higher resistance in the thickness direction to prevent or 
suppress short circuits (Col. 2, lines 55-60). Reducing the thickness of barrier layer 8 would 
decrease the resistance in the thickness direction, thus making barrier layer 8 less suitable for its 
intended purpose of preventing short circuits. Thus, Fujimori et al. teaches away from a reduction 
in the thickness of barrier layer 8. One of ordinary skill in the art would not have been driven to 
modify barrier layer 8 to reduce its thickness because doing so would be contrary to Fujimori's 
stated purpose of preventing short circuits. 

For these reasons, claim 1 patentably distinguish over Fujimori et al. Claims 2-5 depend 
from claim 1 and therefore patentably distinguish over Fujimori et al. for at least the same reasons. 
Therefore, the rejections of claims 1-5 in view of Fujimori should be reversed. 



1225952.1 



Application No.: 10/527,351 



9 



Docket No.: S1459.70065US00 



VIII. CONCLUSION 

In sum, the rejections under 35 §U.S.C. 102(e) are contrary to Federal Circuit caselaw and 
the MPEP because Fujimori et al. fails to teach a thickness range of sufficient specificity to 
anticipate the range recited in claim 1 , 

Accordingly, the rejections of the claims are improper and should be reversed. 
Dated: August 3, 2007 Respectfully submitted, 

By /^KCtW Pvih lk^ 

Randy J. Pritzker' 

Registration No.: 35,986 

WOLF, GREENFIELD & SACKS, P.C. 

Federal Reserve Plaza 

600 Atlantic Avenue 

Boston, Massachusetts 02210-2206 

(617) 646-8000 
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APPENDIX A 

Claims Involved in the Appeal of Application Serial No. 10/527,351 

1 . (Previously presented) A photovoltaic element comprising an ITO substrate coated with a 
metallic oxide layer or a derivative layer thereof as a transparent electrode, the metallic oxide layer 
or derivative layer being from lOnm to lOOnm thick, 

2. (Previously presented) The photovoltaic element according to claim 1, wherein the metallic 
oxide includes at least one element among Ti, Cu, Zn, As, Sr, Nb, In, Sn and W. 

3. (Original) The photovoltaic element according to claim 1, wherein when the metallic oxide 
film is held for one hour in atmospheric air at 500°C, the rise of a resistance value is 10 QJcm^ or 
lower. 

4. (Previously presented) The photovoltaic element according to claim 1, wherein a light 
transmittance of the ITO substrate coated with the metallic oxide in the wavelength range from 400 
nm to 900 nm is 60% or higher. 

5. (Previously presented) The photovoltaic element according to claim 1, fiirther comprising a 
metallic oxide semiconductor carrying a dye as an electrode of a dye-sensitized solar cell. 
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APPENDIX B 

EVIDENCE (37 CFR §41.37(c)(l)(ix)) 

No evidence pursuant to §§1.130, 1.131, or 1.132 or entered by or relied upon by the 
examiner is being submitted. 
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APPENDIX C 

RELATED PROCEEDINGS (37 CFR §41.37(c)(l)(x)) 

No related proceedings are referenced in Section II. above. Hence, no copies of decisions in related 
proceedings are provided. 
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